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Detailed Action 

This Office action is in response to Applicant's communication filed on March 01, 2010. 
Claims 1 -9 are pending for examination. 



Response to Arguments 

Applicant's arguments filed March 1 , 20 1 0 have been fully considered but they are not 
persuasive. Applicant argued that: 

(1) Office action's allegation that "software does not meet one of the four categories of invention 
is not statutory" is inconsistent with legally binding precedent of the U.S. Court of Appeals for the 
Federal Circuit and the Supreme Court. Software that has a concrete, real world effect has been held to 
constitute patentable subject matter. 

In response, according to current USPTO examination guidelines, software covers non-statutory 
subject matter. Specifically, software is not a series of steps or acts and thus is not a process. Software 
is not a physical article or object and as such is not a machine or manufacture. Software is not a 
combination of substances and therefore not a composition of matter. Lastly, software by itself is unable 
to have an effect. 

(2) Kalavade does not disclose or suggest transmitting a time set conversation section spent to 
convert the first signal or the second signal to a fee charging system of the first network or to a fee 
charging system of the second network. Kalavade discloses that the gateway integrates such billing 
functions. 

In response, Examiner respectfully disagrees that the references do not teach the feature. Tinsley 
and Kimura teach of a gateway configured to detect a time set conversation spent to convert a first signal 
or a second signal. Kalavade teaches of a first network, i.e. LAN, and a second network, i.e. WAN, 
connected by a gateway (Paragraph 0015). The gateway transmits information on usage of the gateway 



Application/Control Number: 10/758,568 Page 3 

Art Unit: 2454 

to a billing system of the WAN, which is considered as a fee charging system the second network 
(Paragraphs 0012, 0015. Claim 1). The integrating involves the gateway collecting the information and 
passing the information to the WAN billing system (Paragraph 0220). Therefore, the combination of the 
references teach "transmitting a time set conversation section spent to convert the first signal or the 
second signal to a fee charging system of the first network or to a fee charging system of the second 
network." 

(3) It is unclear how Kimura's first and second media terminals would be integrated into the first 
and second networks without resort to impermissible hindsight reconstruction based on Applicant's own 
disclosure. 

In response, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, and does not 
include knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See In 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

Kimura is relied upon to teach the feature of "detecting as information a time said conversion 
section spent to convert the first signal or the second signal." 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Regarding claim 1, Applicant is seeking to patent a gateway comprising sections. The gateway 
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does not comprise any functional hardware (e.g. processor/cpu), and the sections are not required to be 
hardware. The claimed invention of a gateway may be considered as software, and software does not 
meet one of the four categories of invention and is not statutory. 

Regarding claim 5, Applicant is seeking to patent a system comprising a gateway, terminals, and 
a fee-charging system. The system also does not comprise any functional hardware, and elements in the 
system are not required to be hardware (e.g. page 10, lines 21-25, page 11, lines 24-25. software 
terminal.). The claimed invention of a system may be considered as software system, and software does 
not meet one of the four categories of invention and is not statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such thai the subject mallei' as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2, 5-6, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tinsley, 
US Patent No. 6,967,956 (Tinsley hereinafter), in view of Kimura et al. US Publication No. 
2002/0143975 (Kimura hereinafter) and Kalavade et al. US Publication No. 2003/0051041 (Kalavade 
hereinafter). 

As per claim 1, Tinsley teaches substantially the invention as claimed including a gateway for 
connecting a first network and a second network using a signal format different from that of the first 
network, said gateway comprising: 

a conversion section configured to convert a first signal used in the first network to a second 
signal used in the second network, and the second network used in the second network to the first signal 
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used in the first network, when communication is performed between a terminal connected to the first 
network and a terminal connected to the second network (col. 7, lines 23-27. Route packets between two 
dissimilar networks, col. 8, lines 25-36; col. 12, lines 64-67. Translate first signal to a second signal.); 

a detection section configured to detect as conversion-process information (col. 10, lines 31-38; 
col. 13, lines 26-36. Generate accounting message.) 

a network-connecting section configured to connect to at least one of the first network and the 
second network and configured to transmit conversion-process information to a fee-charging system (col. 
7, lines 50-55; col. 11, lines 1-5, 20-35, 54-67; col. 13, lines 56-67. Communicate messages to server. 
Create usage and measurement data for billing.) 

Tinsley does not specifically teach of a detecting as information a time said conversion section 
spent to convert the first signal or the second signal. Tinsley teaches of a fee-charging system but not 
specifically of the first network or the second network. 

Kimura teaches of tracking a time spent on converting data to charge a fee (Paragraphs 0116, 

0121). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings to detect as conversion-process information, time spent on converting data to 
charge a fee. The motivation for the suggested combination is that Kimura 's teachings would improve 
Tinsley' s teachings by enabling reduction in data processing in terminals and providing charging based on 
different conversion fees (Paragraphs 0010, 01 15). 

Kalavade teaches of a gateway connecting a first network and a second network and providing 
information to a fee-charging system of the first or second network (Paragraphs 0012, 0015; claim 1). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the fee-charging system to be of a first network or the second network. The 
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motivation for the suggested combination is that Kalavade's teachings would improve the suggested 
system by utilizing existing billing systems to provide services to users (Paragraph 0067, 0220). 

As per claim 5, Tinsley teaches substantially the invention as claimed including a system for 
charging fees for communication between networks of different types, said system comprising: 

a first terminal configured to perform a call control, the first terminal being connected to a first 
network; a second terminal operable to respond to the call control performed by the first terminal, the 
second terminal being connected to a second network (col. 4, lines 40-45, col. 7, lines 23-27. Route 
messages between two dissimilar networks, col. 3, lines 24-27, 35-41. Signaling for call control, col. 1, 
lines 59-66; col. 11, lines 47-56. Call control, e.g. setup.); and 

a gateway configured to connect the first network and the second using a second signal format 
different from a first signal format used by the first network (col. 7, lines 23-27; col. 8, lines 25-36. 
Gateway connects two dissimilar networks.); 

the gateway configured to convert a first signal of the first signal format from the first network to 
a second signal of the second signal format of the second network and to transmit the second signal to the 
second network, to convert the second signal from the second network to the first signal of the first 
network and to transmit the first signal to the first network, detects as conversion-process information, 
and transmits the conversion-process information to the fee-charging system (col. 8, lines 25-36; col. 12, 
lines 64-67. Translate first signal to a second signal.), and 

the fee-charging system configured to perform a fee-charging process in accordance with the 
conversion-process information, to charge a fee for a user of the first terminal (col. 11, lines 1-5, 20-35, 
54-67; col. 13, lines 56-67. Communicate messages to server. Create usage and measurement data for 
billing.). 
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Tinsley does not specifically teach the first network comprising a fee-charging system and detect 
as information, a time spent to convert the first signal or the second signal. 

Kimura teaches of tracking a time spent on converting data to charge a fee (Paragraphs 0116, 

0121). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings to detect as conversion-process information, time spent on converting data to 
charge a fee. The motivation for the suggested combination is that Kimura's teachings would improve 
Tinsley' s teachings by enabling reduction in data processing in terminals and providing charging based on 
different conversion fees (Paragraphs 0010, 01 15). 

Kalavade teaches of a gateway connecting a first network and a second network and providing 
information to a fee-charging system of the first network (Paragraphs 0012, 0015; claim 1). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the fee-charging system to be of the first network. The motivation for the 
suggested combination is that Kalavade's teachings would improve the suggested system by utilizing 
existing billing systems to provide services to users (Paragraph 0067, 0220). 

As per claim 8, Tinsley teaches substantially the invention as claimed including a method of 
charging fees for communication between networks of different types, comprising the steps of: 

connecting a first network and a second network using a signal format different from that of the 
first network by means of a gateway configured to convert a first signal from a first terminal connected to 
the first network to a second signal suitable for the signal format of the second network and to convert the 
second signal from a second terminal connected to the second network to the first signal suitable for the 
signal format of the first network (col. 7, lines 23-27; col. 8, lines 25-36. Gateway connects two 
dissimilar networks, col. 8, lines 25-36; col. 12, lines 64-67. Translate first signal to a second signal.); 
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detecting as conversion-process information; transmitting the conversion-process information to a 
fee-charging system, by the gateway (col. 1 1, lines 1-5, 20-35, 54-67; col. 13, lines 56-67. Communicate 
messages to server.); 

charging a fee for a user of a calling-side terminal, the calling-side terminal being one of the first 
terminal and the second terminal, said fee being fixed or calculated on a basis of a communication time 
based on the conversion-process information by the fee-charging system (col. 11, lines 1-5, 20-35, 47-67; 
col. 13, lines 56-67. Generate billing to subscriber based on usage information, e.g. "call", duration.). 

Tinsley teaches of the first or second signal, said first or second signal signal having been 
transmitted after the first terminal and the second terminal have been connected to each other by the 
gateway (col. 1, lines 59-66, col. 8, lines 25-30. Call control signals.). Tinsley does not specifically teach 
as information, a time spent to convert the first or second signal said signal, a fee-charging system of the 
network to which the first terminal or the second terminal that is calling side is connected. 

Kimura teaches of tracking a time spent on converting data to charge a fee (Paragraphs 0116, 

0121). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings to detect as conversion-process information, time spent on converting data to 
charge a fee. The motivation for the suggested combination is that Kimura 's teachings would improve 
Tinsley' s teachings by enabling reduction in data processing in terminals and providing charging based on 
different conversion fees (Paragraphs 0010, 01 15). 

Kalavade teaches of a gateway providing information to a fee-charging system of a network of a 
terminal that is a calling side (Paragraphs 0012, 0015; claim 1). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the fee-charging system to be of a network that a terminal that is calling side 
is connected such that the information is sent to a fee-charging system of a network of a calling side. The 
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motivation for the suggested combination is that Kalavade's teachings would improve the suggested 
system by utilizing existing billing systems to provide services to users (Paragraph 0067, 0220). 

As per claim 2, Tinsley, Kimura, and Kalvade teach the gateway according to claim 1. Tinsley 
further teaches wherein said conversion section converts at least one of a call-control signal generated by 
a call-connection signaling, an audio signal generated by an audio CODEC and a video signal generated 
by a video CODEC (col. 8, lines 19-32; claim 5. Call signaling, call control, e.g. SS7, NCCP.). 

As per claim 6, Tinsley, Kimura, and Kalvade teach the system according to claim 5. Tinsley 
further teaches wherein the gateway detects the conversion-process information after the first terminal 
and the second terminal have been connected to each other (col. 1 1, lines 20-21, 30-35, 46-55. Usage 
information includes duration of call.). 

As per claim 9, Tinsley teaches the method according to claim 8, wherein the conversion-process 
information includes at least one of the time spent and the amount of data (col. 11, lines 36-40, 47-51. 
Usage information includes counts of message received and duration of call.) but not specifically at least 
one of time spent to convert signals in an audio CODEC and VIDEO CODEC and amount of data 
converted. 

Kimura teaches of conversion-process information including an amount of data converted 
(Paragraphs 0116, 0121). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the conversion-process information to include at least an amount of data 
converted. The motivation for the suggested combination is that Kimura's teachings would improve the 
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suggested system by enabling reduction in data processing in terminals and providing charging based on 
different conversion fees (Paragraphs 0010, 01 15). 

Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tinsley, Kimura, 
and Kalavade, in view of Jabri, US Publication No. 2003/0028643 (Jabri hereinafter). 

As per claim 3, Tinsley, Kimura, and Kalavade teach the gateway according to claim 2. Tinsley 
further teaches wherein said conversion section comprises a signaling gateway unit configured to convert 
the call-control and, wherein said detected section detects the conversion-process information used in a 
conversion process in the gateway unit (col. 8, lines 19-32; Claim 5. Call signaling, call control, E.g. 
SS7, NCCP.). Tinsley teaches of providing translation for H.323 protocol but does not explicitly teach of 
a media gateway unit configured to convert the audio signal and the video signal. Tinsley teaches of 
conversion process but not specifically in the media gateway unit. 

Jabri teaches of a media gateway for converting audio codec signal and video codec signal 
(Paragraphs 0008, 0014, 0049). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the conversion section as taught by the suggested system to comprise a 
media unit which converts the audio codec signal and the video codec signal as taught by Jabri. The 
motivation for the suggested combination is that Jabri' s teachings would improve the suggested system 
by enhancing the gateway's capabilities, thus enabling the gateway to handle additional types of protocols 
and processing different media types. 

As per claim 7, Tinsley, Kimura, and Kalavade teach the system according to claim 5, wherein 
the gateway detects the conversion-process information about signals but not specifically about at least 
one a signal generated by an audio CODEC and a signal generated by a video CODEC. 



Application/Control Number: 10/758,568 Page 11 

Art Unit: 2454 

Jabri teaches of a media gateway that converts signals generated by audio codec and video codec 
(Paragraphs 0008, 0014, 0049). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the signals to include a signal generated by an audio CODEC and signal 
generated by video CODEC, The motivation for the suggested combination is that Jabri's teachings 
would improve the suggested system by enhancing the gateway's capabilities, thus enabling the gateway 
to handle additional types of protocols and processing different media types. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tinsley, Kimura, and 
Kalavade, in view of Kauhanen, WO 02/052825 (Published 07/04/2002, Previously cited and attached, 
Kauhanen hereinafter) and Jabri. 

As per claim 4, Tinsley does not specifically teach the gateway according to claim 2 or 3, wherein 
the conversion of the call-control signal is conversion between a Q.931 signal and an SIP signal, the 
conversion of the audio signal is conversion between an AMR bit stream and a G.723.1 signal, and the 
conversion of the video signal is conversion between an MPEG4 bit stream and an H.263 signal. 

Kauhanen teaches of conversion between a Q.93 1 signal and a SIP signal (Page 1 8, lines 1 8-22, 
Page 20, lines 1-3). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings for the call-control signal to be a conversion between Q.93 1 signal and a SIP 
signal. The motivation for the suggested combination is that Kauhanen' s teachings would improve the 
suggested system by enhancing the gateway's capabilities and enabling handling of additional types of 
protocols and processing different media types or components (Page 4, lines 16-20). 

Jabri teaches of conversion of audio signal between an AMR bit stream and a G.723.1 signal and 
conversion of video signal between an MPEG4 bit stream and an H.263 signal (Paragraph 0014). 
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It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings to enable conversion of an audio signal between an AMR bit stream and a 
G.723. 1 signal and conversion of a video signal between an MPEG4 bit stream and an H.263 signal. The 
motivation for the suggested combination is that Jabri's teachings would improve the suggested system 
by enhancing the gateway's capabilities, thus enabling the gateway to handle additional types of protocols 
and processing different media types. 

Conclusion 

Examiner has cited particular sections of the reference(s) that are applied to the claims. While the 
sections are cited for convenience and are representative of the teachings of the prior art, other sections of 
the reference(s) may be relevant and applicable to the claims. It is respectfully requested that Applicant 
fully consider the reference(s) in its entirety when responding to the Office action. 

THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Joshua Joo whose telephone number is 571 272-3966. The examiner can normally be 
reached on Monday to Friday 7 to 4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Nathan J. Flynn can be reached on 57 1 272- 1915. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/J. J./ 

Examiner, Art Unit 2454 



/NATHAN FLYNN/ 

Supervisory Patent Examiner, Art Unit 2454 



